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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see paper, filed 5/24/07, with respect to the 103 
rejections of claims 1, 3-10, 21-26 (method), H, 13-16, 18-20, 27-28 (apparatus) over 
AAPA / www.google.com have been fully considered and are persuasive. The 
rejections of these claims has been withdrawn. 

Claim Rejections - 35 USC §112 

2. Claims 1, 3-10, 21-26 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite forfaiting to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In claim 1, the preamble calls for "A method 
for publication and discovery of e-services "information"" but there is no discussion with 
respect to "publication" of the "e-services information" in the body of the claim. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

As of 5/24/07, independent method claim 1 is as followed: 
1. (Previously Presented) A method for publication and discovery of e-services 
provided by service provider organizations, the method executable in a system 
associated with a client organization and that includes a discovery agent and a client 
agent, the method comprising: 

(a) employing, by the system, the discovery agent to find one or more 
prospective e-services based on one or more search parameters, wherein e-services 
are published by corresponding service provider organizations in respective e-service 
descriptions, and wherein finding the one or more prospective e-services comprises 
matching the one or more search parameters with the published e-service descriptions; 
and 
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(b) utilizing, by the system, the client agent to connect to the one or more 
prospective e-services by employing a protocol that is supported by the one or more 
service provider organizations providing th8 one or more prospective e-services. 

Note : for convenience, letters (a)-(b) are added to the beginning of each step. 

From the Webster's dictionary, in step (a), the term " employing " merely means: 
"to make use of, use", "to engage the services or labor offer pay", or "hire". Also, the 
term " utilizing " in step (b) merely means: "to put to use" or "use". Note that the phrases 
"...to find one or more ...published e-service description" in step (a) and "... to connect 
...prospective e-service" in step (b) are considered as "intent/intention to be used" or 
"intended use" and thus carrying no patentable weight in a method claim. Since in a 
Method claim, only positive or active method step , i.e. " verb+inq " such as " finding one or 
more prospective e-services based on one or more search parameters using the 
discovery agent", or " connecting to the one or more prospective e-services using the 
client agent ..." receive patentable weight since they indicate that the actions are 
actually carried out and not merely "intention to be used". 

Note that the claimed invention is generally about "data processing" and the term 
such as "e-services" is merely refers to the function or " name " of the information or data 
stored on a database, i.e. the data is about "e-service of an organization". However, the 
function or name or intended use of the data is considered as " non-functional " 
descriptive material and receive no patentable weight . 
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Therefore, claim 1 can be basically summarized as below: 
1 . A method for publication and discovery of information/data about e-services provided 
by service provider organizations, the method executable in a system associated with a 
client organization and that includes a module called "discovery agent" and another 
module called "client agent", the method comprising: 

(a) employing (engaging the service), by the system, the 1 st module called 
"discovery agent" with the intention of "to find one or more prospective e-services based 
on one or more search parameters, wherein e-services are published by corresponding 
service provider organizations in respective e-service descriptions, and wherein finding 
the one or more prospective e-services comprises matching the one or more search 
parameters with the published e-service descriptions"; and 

(b) utilizing (using or putting to use), by the system, the 2 nd module called "client 
agent" with the intention of " to connect to the one or more prospective e-services by 
employing a protocol that is supported by the one or more service provider 
organizations providing the one or more prospective e-services". 

Again, term such as "e-services" is merely refers to the function or intended use 
of the information or data stored on a database. The function or intended use or name 
of the data is considered as " non-functional " descriptive material and receive no 
patentable weight . Similarly, the term " service provider organization" or " client 
organization" are also considered as non-functional " descriptive material and receive no 
patentable weight . 
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Similary, www.google.com discloses a method for discovering of information/data 
about organizations, the method executable in a system associated with a client 
organization and that includes a module called "discovery agent" and another module 
called "client agent", the method comprising: 

(a) employing (engaging the service), by the system, the 1 st module called 
"discovery agent" with the intention of to find information/data; and 

{see pages 9-1 1 , "seaching to find results" "... your site search results..."}. As for 
the name of "discovery agent", this is inherently included in the teaching of 
www.google.com since it carries out the same activity of "finding or searching 
information to find the result". 

(b) utilizing (using or putting to use), by the system, the 2 nd module called "client 
agent" with the intention of to connect to a activity/service. 

{see page 10, see "Cached pages and highlighted terms", and "... users can 
access that webpage even if the hosting server is busy or down. The queried term is 
highlighted to make location the term fast and easy"}. Surely there is teaching about 
"connection" or "accessing" another feature on the search results. As for the name of 
"client agent", this is inherently included in the teaching ofwww.google.com since it 
carries out the result of "connecting" to another feature on the search result webpage. 

Www.google.com fairly teaches the claimed invention except for the difference in 
the intention to do something after "employing" and "utilizing" and the name/function of 
the data, i.e. "e-service". Since they carry no patentable weight in a "data processing", it 



Application/Control Number: 10/066,097 Page 7 

Art Unit: 3629 

would have been obvious to modify the teachings of www.google.com to use the data 
for different function (or to call different names) in (a) or different intention to use as 
mere applying to other Custom's service (your site's service) if desired. 

As for dep. claim 3 (part of 1 above), which deals with "accessing the information 
published at a website", this is taught on page 10, under "Cached pages and highlighted 
terms". 

As for dep. claims 4-10, 21-24 (part of 1 above), which deals parameters with 
respect to "seach parameters", "protocol", and "matching" within the intention "to find" 
and "to connect", they are rejected for the same reasons set forth in the rejection of 
claim 1 above. Moreover, they are inherently included or fairly taught on pages 6-1 1 of 
www.qooqle.com . 

As for dep. claim 25 (part of i above), which deals with well known system 
parameters, serve that is remoted form the client organization, it's inherently included or 
fairly taught on pages 6-1 1 , especially page 10 cited above, of www.qooqle.com 

As for dep. claim 26 (part of 1 above), which deals with well known search 
parameters, i.e. predetermined form having plural fields filed by a user, serve that is 
remoted form the client organization, it's inherently included or fairly taught on pages 6- 
1 1 , especially page 10, of www.qooqle.com . 

As for independent system Claim H , basically, this reads over the system to 
carry out the independent method claim 1 as cited above, and therefore, it's rejected 
over the respective system of www.qooqle.com used to carry out the rejection of 
method claim 1 cited above. 
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As for dep. claims 1 3-14 (part of V\_ above) which appear to be dealt with further 
limitation of the discovery agent and the client agent, since these are passively written 
"are disposed", they are interpreted as being capable of and have very little patentable 
weight in a system claim. Moreover, these are taught in google.com as 
www.qooqle.com . 

As for dep. claims 1 5-1 6 (part of JM above) which appear to be dealt with further 
limitation of the discovery agent, these are taught in the searching engine of google.com 
as www.qooqle.com . Moreover, the use of other well known searching 
units/generators would have been obvious as mere using other similar well known 
protocol features. 

As for dep. claims 18-20, 27-28 (part of H above) which basically have the 
similar limitations as in dep. claims 7-10, 21, respectively cited above, they are rejected 
for similar reasons as shown in dep. claims 7-10, 21 above. 
6. Claims H, 13-16, 18-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant Admitted Prior Art (AAPA) in view of TANG et al (US 
Patent 5,960,173) or vice versa. 

AAPA, as shown in the "Background of the Invention" on pages 2-5, discloses 
the current communication system of information publication, search and discovery of 
the information on different applications and web servers and wherein the information is 
about e-service of an entity such as service provider and the need for the system to be 
carried out using the same applications and web service so the entities involved can 
contact (connect) to each other using the web. 
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TANG et al is cited to teach the use of a Encounter Server for communicating 
with several entities on the web comprising a processor and Encounter Aware 
Application (discovery agent) to receive information about the work (or service) of an 
entity, store the information, monitor the service of a second entity through information 
or data manipulation, matching the received and monitored information to identify 
desired result, such as similar tasks (task proximity), and a client agent (Fig. 6, 8, 141a, 
143a, "Encounter Server", "Encounter Window")) notify/connect to one or more web 
servers of the different entities {see Figs. 6-8, col. 3, line 25 to col. 6, line 55, col. 17, 
lines 50-67, col. 18, lines 1-54}. It would have been obvious to modify the 
communication system of AAPA of using different applications and servers to contact 
various entities/organizations for information publication, search and discovery with the 
same applications and servers so that (or for the benefit that) entities/organizations can 
connect to each other when the desired interest matching criteria of the different entities 
are met as taught by TANG et al above. 

Alternatively, it would have been obvious to modify the teachings of TANG et al 
to include other types of information or organization entities such as e-service 
information as mere applying to other similar publication and discovery communication 
service using the same applications and web services. 

As for dep. claims 13-14 (part of U above) which appear to be dealt with further 
limitation of the discovery agent and the client agent, since these are passively written 
"are disposed", they are interpreted as being capable of and have very little patentable 
weight in a system claim. Moreover, these are taught in TANG et al Figs. 1 , 7-8. 
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As for dep. claims 15-16 (part of U above) which deal with well known matching 
elements, semantic, fuzzy logic, etc., these are inherently included in the matching 
engine of TANG et al as shown on Figs. 7-8, col. 14, lines 18-67, col. 17, lines 50-67 or 
would have been obvious to use these elements to improve matching efficiency or 
accuracy. 

As for dep. claims 18-1 9, (part of H above) which deal with the type of web 
documents, i.e. ML document such as XML, this is inherently included in the web 
service of TANG et al as shown on Figs. 1-6, col. 11. The use of other similar or well 
known ML for the web would have been obvious to a skilled artisan. 

As for dep. claims 20, 27-28, (part of H above) which deal with the type or 
. features of the publication and discovery information about an e-service, i.e. service 
description, schema, price, etc., these are taught in AAPA in view of AAPA /TANG et al. 
Moreover, they are considered as non-functional descriptive materials, since they are 
merely names or functions of the stored data/information and non-functional and carry 
no patentable weight. 



No claims are allowed. 
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7. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through private PAIR only. 
For more information about the PAIR system, see http://pair-direct@uspto.gov . Should 
you have any questions on access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll free). 

In receiving an Office Action, it becomes apparent that certain documents are 
missing, e. g. copies of references, Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (571) 272-3600, or 
e-mail CustomerService3600@uspto.gov . 

Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nguyen at telephone number (571 ) 272-6806 . My work schedule 
is normally Monday through Friday from 6:30 am - 4:00 pm. I am scheduled to be off 
every other Friday. 

Should I be unavailable during my normal working hours, my supervisor John 
Weiss can be reached at (571)272-6812 . 

The main FAX phone numbers for formal communications concerning this 
application are (571) 273-8300 . My personal Fax is (571)273-6806 . Informal 
communications may be made, following a telephone call to the examiner, by an 
informal FAX number to be given. 



dtn 

August 17, 2007 



